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DETAILED ACTION 
Status of the Claims 

Claims 1 and 5-8 are pending and claims 2-4 are canceled. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carrano et al. (US 6,139,652). 

In regards to claim 1 , Carrano et al. ('652) discloses a silver alloy composition 
having at least about 99.5 weight percent with the balance selected from the group 
consisting of aluminum, antimony, cadmium, gallium, germanium, indium, lithium, 
manganese, magnesium, silicon, tin, titanium, and zinc (col. 1, lines 48-58 and Tables 
1-3). The Examiner notes that the compositions disclosed by Carrano et al. ('652) 
overlap the compositions of the instant invention, which is a prima facie case of 
obviousness. See MPEP 2144.05 I. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to select the claimed amounts of indium 
and tin from the compositions disclosed by Carrano et al. ('652) because Carrano et al. 
('652) discloses the same utility throughout the disclosed ranges. 

With respect to the recitation "for use in a reflection coating for an optical 
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recording medium", the Examiner notes that this recitation would not limit the structure 
of the silver alloy. Therefore, this recitation has been considered an intended use of the 
silver alloy. MPEP 2111.02 II. 

In regards to claim 5, Carrano et al. ('652) discloses hardening by internal 
oxidation (col. 1, lines 58-67). 

Claims 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carrano et al. (US 6,139,652) alone, or alternatively in view of Okamura et al. 
(US 6,104,530). 

In regards to claims 6 and 8, Carrano et al. ('652) disclose a silver alloy 
composition as shown above. Although Carrano et al. ('652) do not specify that the 
silver alloy would be used as "A sputtering target", the Examiner notes that this 
recitation would not limit the structure of the silver alloy. MPEP 21 1 1 .02 II. 

Alternatively, Okamura ('530) discloses that a silver or silver containing alloy 
would be used as a sputtering target in order to enable the metal film layers consisting 
of silver or silver-containing alloy and the high-reflective-index transparent film layers to 
be formed easily, repeatedly, and continuously (col. 11, line 45 - col. 12, line 8). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use the silver alloy, as disclosed by Carrano et al. 
('652), as a sputtering target as disclosed by Okamura ('530), in order to enable the 
metal film layers consisting of silver or silver-containing alloy and the high-reflective- 
index transparent film layers to be formed easily, repeatedly, and continuously, as 
disclosed by Okamura ('530) (col. 1 1 , line 45 - col. 1 2, line 8). 
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Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Carrano 
at al. (US 6,139,652) as applied to claim 1 above, and further in viewof Shibata et al. 
(US 6,338,889). 

In regards to claim 7, Carrano et al. ('652) disclose a silver alloy composition as 
shown above, but Carrano et al. ('652) do not specify that the silver alloy would be used 
in an optical recording medium having a reflection coating consisting of the silver alloy. 

Shibata et al. ('889) discloses that a silver metal or silver alloy would be preferred 
for an optical information recording disc in order to have a light reflecting layer that 
would have a high reflection to the laser light (abstract and col. 6, lines 14-35). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the Invention was made to use the silver alloy composition, as disclosed by 
Carrano et al. ('652), for the light reflecting layer of the optical information recording 
disc, as disclosed by Shibata et al. ('889), in order to achieve a high reflection to the 
laser light, as disclosed by Shibata et al. ('889) (col. 6, lines 14-35). 

Response to Arguments 

Applicant's arguments filed 6 August 2008 have been fully considered but they 
are not persuasive. 

First, the Applicant primarily argues that "[t]he text of Carrano ('652) discloses 
only silver alloys consisting of silver and 'an element, or an oxide of an element, 
selected from' the listed metals. Therefore, this cited text discloses only Ag-ln alloys and 
Ag-Sn alloys, but not Ag-ln-Sn alloys. 
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In response, the Examiner notes that Carrano ('652) discloses (Tables 1-3 and 
col. 3, lines 22-42) tertiary alloys having at least 99.5 weight percent silver wherein the 
other two metals would be selected from the group of aluminum, antimony, cadmium, 
gallium, germanium, indium, lithium, manganese, magnesium, silicon, tin, titanium, and 
zinc. Furthermore, "a" or "an" are indefinite articles that carry the meaning of one or 
more. Baldwin Graphic Systems Inc. v. Siebert Inc. 85 USPQ2d 1503. 

Second, the Applicant primarily argues that "The Office has improperly concluded 
that since Al, Mn, Li and Mg may be combined in Carrano ('652) that the art teaches 
one to combine any two of the elements. The Office, however, has cited absolutely 
nothing in the prior art which indicates this. Carrano only states "an element" is added to 
silver, and then provides examples where a small number of the elements are 
combined. No reason is given for the combination which are made and there is no hint 
whatsoever that any other elements should be combined, much less In and Sn." 

In response, there is no teaching in Carrano ('652) that only Al, Mn, Li, and Mg 
may be combined within the silver-base alloys. Thus, the broad disclosure of Carrano 
('652) would lead one of skill in the art to use any combination of these alloys to form 
binary or tertiary silver-base alloys having at least 99.5 weight percent silver. 
Furthermore, "a" or "an" are indefinite articles that carry the meaning of one or more. 
Baldwin Graphic Systems Inc. v. Siebert Inc. 85 USPQ2d 1503. 

Third, the Applicant primarily argues that MPEP 2123 (I) instructs one to consider 
non-preferred embodiments or optional embodiments that are disclosed in a reference 
as part of the prior art. It does not instruct the Office to consider embodiments that are 
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not disclosed and make up embodiments using hindsight that is not disclosed or 
described in any way and are not mentioned or even hinted at in the reference. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness Is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Fourth, the Applicant primarily argues that Okamura et al. ('530) does not provide 
any related evidence or any motivation to change the teachings of Carrano ('652) 
regardless of the uses for silver alloys. 

In response, Okamura ('530) discloses that a silver or silver containing alloy 
would be used as a sputtering target in order to enable the metal film layers consisting 
of silver or silver-containing alloy and the high-reflective-index transparent film layers to 
be formed easily, repeatedly, and continuously (col. 11, line 45 - col. 12, line 8). 

Fifth, the Applicant primarily argues that Shibata ('889) is cited for using silver 
alloys for optical information recording disc reflective layers and this information does 
not inform the art concerning the alloys claimed and does not provide the specific 
motivation necessary to modify Carrano ('652) as needed. 

In response, Shibata et al. ('889) discloses that a silver metal or silver alloy would 
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be preferred for an optical information recording disc in order to have a light reflecting 
layer that would have a high reflection to the laser light (abstract and col. 6, lines 14-35). 
Therefore, the combination of Shibata et al. ('889) with Carrano ('652) would have been 
obvious because both references are directed to the field of silver-base alloys. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessee Roe whose telephone number is (571) 272- 
5938. The examiner can normally be reached on Monday-Friday 7:30 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Dr. Roy V. King can be reached on (571) 272-1244. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John P. Sheehan/ 

Primary Examiner, Art Unit 1793 
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